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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 08 April 2004 . 
2a)D This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-1 1 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) 1-11 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) E3 The specification is objected to by the Examiner. 

10) E The drawing(s) filed on 08 April 2004 is/are: a)D accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . This action is responsive to communications: application filed 4/8/2004. 

2. This action is NON-FINAL. 

3. The Office acknowledges information disclosure statement (IDS) filed on 
8/27/2004. 

4. Claims 1-11 are pending. Claim 1 is independent 

Drawings 

5. The Office objects to the drawings. 

Please refer to the accompanying Form PTO-948 Notice of Draftsperson's 
Patent Drawing Review. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
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changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 



Specification 

6. The disclosure is objected to because of the following informalities: The 
"Detailed Description Of The Invention" section essentially ends at page 52. The 
specification, however, continues with an "EmphaSign User Manual" section (running 
from pages 53-99). There is no lead in or reference to the User manual. The Office 
recommends labeling the User Manual as "Appendix A", and referring to that Appendix 
from the detailed description section. 

Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

8. Claims 1-11 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Regarding independent claim 1, the as-filed specification did not contain any 
details as to how an "annotation and its connection ... is adapted to be displayed on a 
plurality of visual displays without regard to specific visual display technologies". 



Claims 2-11 are dependent on claim 1, and therefore are likewise rejected. 
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Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



10. Claims 1-6 and 8-11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kross et al. (US Patent No. 6,285,369, filed May 28, 1998 and issued 
Sep. 4, 2001, hereafter referred to as "Kross") in view of Huynh et al (US Patent No. 
6,161 ,1 14, filed Jun. 27, 2002 and issued Dec. 26, 2002, hereafter referred to as 
"Huynh"). 



Independent claim 1 states: 

A method of annotating electronic messages with reference to electronically 
displayed documents comprising the steps of: 

providing on a visual display an electronic document comprising a page of 
displayed content, wherein the displayed content comprises a plurality of subject 
items; 

encoding a plurality of the subject items in a computer readable format; 

displaying a list of encoded, subject items; 

choosing an encoded, subject item; 

connecting to the chosen item a text annotation; 

displaying the text annotation and its connection to the chosen item; 

whereby the annotation and its connection to the chosen item is adapted 
to be displayed on a plurality of visual displays without regard to specific visual 
display technologies. 
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Regarding these limitations ... 

Kross discloses a visual display comprising a page of displayed content in Figure 
4, showing an electronic notebook having a plurality of items (shown with the item in the 
forefront slightly obscuring at least one item). It was implied that these items were in 
computer readable format, as they are displayed within a computer application, as 
noted by column 4 lines 47-53 and as shown in Figure 4. Kross further displays a list of 
items in Figure 4 window #410, noting "parti", "extrusionl" and "extrusion2". Kross 
shows the result of choosing an item in window #405 of Figure 4, after the "extrusionl" 
item from window #410 was chosen. Arrow #451 provides a connection between the 
annotation note #449 and the item #457, as shown in Figure 4 and explained in column 
7 lines 53-59. Kross discloses the displaying of an annotation and connection to an 
item in window #405 of Figure 4, showing elements #449 and #457 connected by #451 . 

However, Kross does not explicitly disclose that the annotation and its 
connection are adapted to a plurality of visual displays. Huynh, though, discloses 
implementing an annotation embodiment to be displayed in a variety of visual display 
applications, such as HTML authoring programs, and PowerPoint and other MS Office 
application programs, in paragraph [0062]. It is further noted that Huynh establishes a 
connection between an annotation and annotated subject matter by virtue of their 
proximity. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Huynh for the benefit of Kross, because to do so 
would have allowed a user to semantically label objects, as taught by Huynh in 
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paragraph [0013]. These references were all applicable to the same field of endeavor, 
i.e., electronic document annotation. 



Regarding dependent claims 2-4, Kross discloses a page of displayed subject 
items in Figure 4, showing an electronic notebook having a plurality of items (shown 
with the item in the forefront slightly obscuring at least one item). It was an obvious 
variant to one skilled in the art at the time of the invention to utilize other forms of data 
as subject items. See also Figure 5, noting #516 (graphics areas), #518 (text areas) 
and #520 (other areas). 

Regarding dependent claim 5, Kross discloses a graphical connection between 
annotation and item in Figure 4, showing graphical line #451 connecting annotation 
#449 to item #457. 

Regarding dependent claim 6, Kross discloses the well-known use of 
associating metadata with data in column 6 lines 53-58. It was an obvious variant to 
one skilled in the art at the tine of the invention, as to what data one associated with 
metadata. 
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Regarding dependent claim 7, Kross discloses the use of audio/visual data in 
column 6 lines 58-60, describing an alternate embodiment employing other media such 
as audio and video. 

Regarding dependent claims 8-9, Kross discloses a list of selectable items in 
window #410 of Figure 4. Window #405 shows the result of manually selecting the 
"extrusionl" item. Highlighting or selecting was well-known in the art at the time of the 
invention, as evidenced by col. 7 lines 11-18, discussing selection (or highlighting) of 
notes, it being an obvious variant to one skilled in the art at the time of the invention as 
to what object was selected/highlighted. 

Regarding dependent claim 10, Kross discloses associating a plurality of items 
with a plurality of annotations in column 9 lines 16-24, discussing making multiple 
connections to multiple notes. Figure 5 of Kross further illustrates this concept. 

Regarding dependent claim 11, Kross discloses remoting of objects in col. 6 
lines 44-48, it being noted that the particular object being accessed/displayed remotely 
was an obvious variant to one skilled in the art at the time of the invention. 
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Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Stevens whose telephone number is (571 ) 272- 
4102. The examiner can normally be reached on M-F 6:00 - 2:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather R. Herndon can be reached on (571) 272-4136. The current fax 
phone number for the organization where this application or proceeding is assigned is 
703-872-9306. Additionally, the main number for Technology Center 2100 is (571) 272- 
2100. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Robert Stevens 

Art Unit 21 76 

Date: April 28, 2006 
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WILLIAM BASHORE 
PRIMARY EXAMINER 



